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DETAILED ACTION 
Introduction 

1 . Applicants' amendments and remarks filed on 4/27/2009 have been previously entered 
[see Office action dated 7/23/2009]. Claims 11, 16-19, 22-35 and 37 are active. 

2. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

3. In response to the amendments, the grounds of rejection have been updated as set forth 
below. Rejections not maintained are withdrawn. 

Election/Restrictions 

4. Applicants' arguments in the reply, filed 10/26/2009, to the restriction requirement have 
been carefully considered, and are persuasive. The restriction requirement has been withdrawn. 
It is noted tat applicants have stated in the reply that "Any adhesive can be applied at any surface 
area. Bonding strength should be view as a matrix variable, depending on both amount (area) 
and type of adhesive." [See Remarks page 3] 

Rejections Based on Prior Art 

5. Claims 11, 16-19, 22-29, 31-35 and 37 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Marchal [GB 2063710]. 

Marchal relates to an adhesive tape for fixing a floor covering or carpet to a floor [pp. 1, 
11. 5-6]. The adhesive sheet is sticky on both sides. One surface is more powerfully adhesive 
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than the other side. The different surface adhesive strength affords multiple advantages for the 
covering in use, and for positioning and removal [pp. 1, 11. 1 16-130]. Figs. 1-3 illustrate various 
alternative embodiments to provide the different adhesive strengths at opposite surfaces. Fig. 3 
shows an embodiment having a support layer 1 1 (backing layer), a glue layer 1 IB, and a less 
sticky glue layer 1 1 A, which is formed in the form of strips or points, on the opposite surface 
[pp. 2, 11. 74-75 and 100-104]. The glue layers 1 1A and 1 IB cover the entire surface of the 
support layer. The tape is fixed more firmly to the back of the covering than to the receiving 
floor surface [pp. 2, 11. 110-115]. The support layer 1 1 may be a sheet of textile which may or 
may not be treated to make it impermeable or it may be a continuous sheet made of a synthetic 
material (polymer film) [pp. 2, 11. 116-119]. The adhesive layer may consist of a weave of 
intersecting threads on which glue is applied [pp. 2, 11. 31-33]. 

For claims 1 1 and 25-28, Since Marchal teaches that the different surface adhesive 
strength affords multiple advantages for the covering in use, and for positioning and removal, the 
adhesive is inherently self-adhesive. Regarding the term "substantially planar", since Marchal's 
adhesive tape relates to the same end use for adhering a floor covering to a floor, the surface 
feature "substantially planar" is obviously provided by practicing the invention of prior art for 
the same end use, i.e., a generally planar tape adapted for adhering to generally flat floor 
covering to a generally flat floor. Regarding the terms "first pattern" and "second pattern", since 
Marchal teaches that covering the support with strips or points (patterns) of adhesive results in a 
less sticky glue layer, i.e., the amount of adhesive coverage is result effective in providing 
different adhesiveness, it would have been an obvious modification to on one of ordinary skill in 
the art to form similar patterns of adhesive on the opposite surfaces with a different amount of 
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adhesive coverage (e.g., different strip widths or point sizes), motivated by the desire to provide 
the required different surface adhesive strengths on the opposite surfaces of the adhesive tape, 
which is the core of Marchal's invention. Marchal is silent about the minimum width of the 
sheet. However, a workable width is deemed to be an obvious routine optimization to one of 
ordinary skill in the art of adhesive tapes for floor covering, motivated by obtaining similar 
beneficiary effects for the same end use. 

For claims 16-19 and 22-24, Marchal is silent about the adhesive strengths and amount of 
adhesive per unit area of the adhesive layers. However, since Marchal teaches an adhesive tape 
having different surface adhesive strengths for the same end use (removably adhering a floor 
covering to a floor), and teaches that the amount of adhesive coverage is result effective in 
providing different adhesiveness, workable adhesive strengths and amount of adhesive per unit 
area of the adhesive layers are deemed to be obviously provided by practicing the invention of 
prior art for the same end use. 

For claim 29, Marchal's teaching of fixing a floor covering by an adhesive tape to a wood 
floor clearly encompasses a floor of parquet [pp. 1, 11. 86]. 

For claims 3 1 and 32, since Marchal teaches that the adhesive layer may consist of a 
weave of intersecting threads (textile or threaded mesh) on which a glue is applied. 

For claims 33-35 and 37, absent a clear definition in the specification, the term "adhesive 
coatings" is interpreted as meaning "adhesive coated layers". Since Marchal's Figs. 1-3 illustrate 
that the glue layers 1 1 A and 1 IB cover the entire surface of the support layer, i.e., all the layers 
are coextensive, the glue layers have equivalent surface areas. 
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6. Claim 30 is rejected under 35 U.S.C. 103(a) as being unpatentable over Marchal in view 
ofSu [US 5462782]. 

The teachings of Marchal are again relied upon as set forth above. 

For claim 30, Marchal teaches that backing layer 1 1 may be a continuous sheet made of a 
synthetic material. Marchal is silent about the synthetic material being polyethylene. However, 
Su teaches a double sided adhesive tape comprising a backing layer of polyethylene [abstract] to 
provide for strength to the tape. It would have been obvious to one having ordinary skill in the 
art to select a polyethylene film to make Marchal's adhesive tape, because the selection of a 
known material based on its suitability for its intended use supported a prima facie obviousness 
determination. See MPEP § 2144.07. 

7. Claim 36 is rejected under 35 U.S.C. 103(a) as being unpatentable over Marchal in view 
of Plumly [US 5363579]. 

The teachings of Marchal are again relied upon as set forth above. 

For claim 36, Marchal teaches a double sided adhesive tape for fixing floor covering to 
floor. One surface is more powerfully adhesive than the other side. The different surface 
adhesive strength affords multiple advantages for the covering in use, and for positioning and 
removal. Marchal is silent about forming the differential adhesive strengths by applying 
adhesives having different adhesive strengths. However, Plumly's invention relates to a floor 
type advertising apparatus. Fig. 29 shows an embodiment employing a differential adhesive tape 
to removably hold the transparent layer in place for removably receiving an advertising layer 
[col. 13, 11. 10-13 and 64]. The differential adhesive tape is a high tack/medium tack double 
coated film tape. The medium tack side can be secured to a receiving surface and removed a 
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number of times without leaving a residue [col. 14, 11. 1-8]. It would have been obvious to one 
of ordinary skill in the art to form Marchal's adhesive tape with the differential adhesives taught 
by Plumly, because the substitution of a known equivalent material based on its suitability for its 
intended use supported a prima facie obviousness determination. See MPEP § 2144.07. 

Response to Arguments 

8. Since the 112 rejections have been withdrawn, applicants' arguments in the reply filed 
4/27/2009 are moot. 

Following are response to the arguments filed 9/17/2008: 

Applicants argue at Remarks page 14: 

"Marchal, does not disclose the structural limitation reciting that the first 
and second pressure-sensitive adhesive coating patterns arc the same." 

However, since Marchal teaches that covering the support with strips or points (patterns) of 

adhesive results in a less sticky glue layer, i.e., the amount of adhesive coverage is result 

effective in providing different adhesiveness, it would have been an obvious modification to one 

of ordinary skill in the art to form similar patterns of adhesive on the opposite surfaces with a 

different amount of adhesive coverage (e.g., same strip or point pattern, with different strip 

widths or point sizes), motivated by the desire to provide the required different surface adhesive 

strengths on the opposite surfaces of the adhesive tape, which is the core of Marchal's invention. 

Referring to claims 33-35, applicants argue at page 16: 

"The claims specifically refer to the surface areas of the first and second 
coatings having an equivalent surface area. Moreover, Applicants 
explained that these claims were added in the previous amendment to 
distinguish the coatings of the current invention from Marchal." 
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However, the limitation recited in claims 33-35 are absent from independent claim 11. Further, 
even it is considered, since Marchal's Figs. 1-3 illustrate that the glue layers 1 1A and 1 IB cover 
the entire surface of the support layer, i.e., all the layers are coextensive, the patterned glue 
layers (adhesive coatings) have equivalent surface areas. 
Applicants argue at pages 16-17: 

"Marchal specifically states that "one side of sheet 1 1 should always have 
a larger surface area of adhesive that the other side." Marchal page 2, lines 
91-93. Thus, Marchal specifically teaches away from a self-adhesive sheet 
having equivalent surface areas on the top and bottom of the sheet as 
recited in claims 33-35." 

However, Marchal's teaching relates to total surface adhesive coverage which is physically 

covered by adhesive, not "adhesive coatings", which is interpreted as meaning patterned 

adhesive coated layers. 

Applicants argue at page 17: 

"Applicants respectfully traverse the rejections of claims 17, 19, 24 for not 
providing an evidentiary basis for the rejections and because the prior art 
fails to include each element as recited in the claims." 

However, since Marchal teaches that covering the support with strips or points (patterns) of 

adhesive results in a less sticky glue layer, i.e., the amount of adhesive coverage is result 

effective in providing different adhesiveness. Applicants' argument to the contrary is 

unpersuasive. 

Applicants argue at page 18: 

"Applicants respectfully traverse the rejections of claims 31 and 32 for not 
providing a sufficient evidentiary basis for the rejections." 



Application/Control Number: 09/762,530 Page 8 

Art Unit: 1794 

However, since Marchal expressly teaches that the adhesive layer may consist of a weave of 
intersecting threads (textile or threaded mesh) on which a glue is applied, evidentiary basis has 
been provided. 

Conclusion 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to VICTOR S. CHANG whose telephone number is (571)272-1474. 
The examiner can normally be reached on 6:00 am - 4:00 pm, Tuesday - Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Sample can be reached on 571-272-1376. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Victor S Chang/ 

Primary Examiner, Art Unit 1794 



